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Period for Reply 

A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) FROM 
THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1 .136(a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 

- If the period for reply specified above is less than thirty (30) days, a reply within the statutory minimum of thirty (30) days will be considered timely. 

- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 1 33). 
Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1 .704(b). 

Status 

1 )S Responsive to communication(s) filed on 12 May 2004 . 
2a)\3 This action is FINAL. 2b)l3 This action is non-final. 

3) n Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 1 1 , 453 O.G. 213. 

Disposition of Claims 

4) 13 Claim(s) 37-42 is/are pending in the application. 

4a) Of the above claim(s) is/are withdrawn from consideration. 

5) n Claim(s) is/are allowed. 

6) K Claim(s) 37-42 is/are rejected. 

7) 0 Claim(s) is/are objected to. 

8) D Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) 0 The specification is objected to by the Examiner. 

10)n The drawing(s) filed on Is/are: a)\3 accepted or b)n objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1 .85(a). 

Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1.121(d). 
1 1 )□ The oath or declaration is objected to by the Examiner. Note the attached Office Action or form PTO-152. 

Priority under 35 U.S.C. § 119 

12)0 Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 1 19(a)-(d) or (f). 
a)n All b)n Some * c)\3 None of: 

1 .□ Certified copies of the priority documents have been received. 

2.n Certified copies of the priority documents have been received in Application No. . 

30 Copies of the certified copies of the priority documents have been received in this National Stage 
application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 
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DETAILED ACTION 
Terminal Disclaimer 

The terminal disclaimer filed on 12 May 2004 disclaiming the terminal portion of 
any patent granted on this application which would extend beyond the expiration date of 
6,179,788 to Sullivan has been reviewed and is accepted. The terminal disclaimer has 
been recorded. 

Claim Rejections - 35 USC § 103 

The text of those sections of Title 35, U.S. Code not included in this action can 
be found in a prior Office action. 

Claims 37-42 are rejected under 35 U.S.C. 1 03(a) as being unpatentable over 
Huter et al (6,139,51 1 ) in view of Doyle et al (5,007,434). Huter et al teach a guidewire 
having an elongate solid shaft (12). The guidewire further comprises a proximal end 
(13A) and distal end (15) with a taper towards its distal end. A plurality of radiopaque 
markers (20, 22) is proximal of the coil tip (33). See col. 4, II. 20-26 and Fig. 1. The 
radiopaque markers have a width of about 0.25mm to 2.5mm, preferably 0.76mm to 
about 1.8mm. See col. 4, II. 38-43. While disclosing a distal solder (38) at the distal 
end (15), Huter et al do not specifically recite a radiopaque coil tip. Doyle et al teach a 
guidewire with radiopaque markers and a radiopaque coil tip (30), typically made of 
solder. See col. 4, II. 1 7-22. Huter et al and Doyle et al do not teach the dimensions of 
the longitudinal space between the markers (20, 22). Examiner notes that Applicant 
has not stated why the dimensions of the longitudinal spaces or radiopaque markers are 
critical. It would have been obvious to one having ordinary skill in the art at the time the 
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invention was nnade to use the claimed dimensions since these dimensions were within 
the ordinary spacing and size used in the art. 

Furthermore, "where the only difference between the prior art and the claims [is] 
a recitation of relative dimensions of the claimed device and a device having the 
claimed relative dimensions would not perform differently than the prior art device, the 
claimed device [is] not patentably distinct from the prior art device." MPEP §2144.04 
citing Gardner v. TEC Systems, Inc., 725 F.2d 1338, 220 USPQ 777 (Fed. Cir. 1984), 
cert, denied, 469 U.S. 830, 225 USPQ 232 (1984). 

The combination accomplishes the same task as claimed but does not teach a 
plurality of longitudinal spaces. It would have been obvious to one having ordinary skill 
in the art at the time the invention was made to add a marker to create a plurality of 
longitudinal spaces, since it has been held that that mere duplication of parts has no 
patentable significance unless a new and unexpected result is produced. In re Harza, 
274 F.2d 669, 124 USPQ 378 (CCPA 1960). 

Response to Arguments 

Applicant's arguments, see pp. 2 and 3, filed 12 May 2004, with respect to the 
rejection of claims 37-42 under 35 USC 103(a) have been fully considered and are 
persuasive. Therefore, the rejection has been withdrawn. However, upon further 
consideration, a new ground(s) of rejection is made in view of Huter et al and Doyle et 
al. 

Conclusion 



Application/Control Number: 09/699,626 



Page 4 



Art Unit: 3736 

The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure, Simpson et a! teach a guiding catheter with radiopaque markers 
having a width of 1 .27mm and spaced 1 .5cm apart. Moore et a! teach radiopaque 
markers spaced a predetermined distance thereby permitting the physician to determine 
location. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to David J. McCrosky whose telephone number is 703- 
305-1331. The examiner can normally be reached on Mon-Fri 8:30-5:00. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner^s 
supervisor, Mary Beth Jones can be reached on 703-308-3400. The fax phone number 
for the organization where this application or proceeding is assigned is 703-872-9306. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 
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MARY BETH JONES 

AOTI^SG SUPERVISORY PATENT EXAMINER 




